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3 Responsive to communication(s) filed on Dec 6, 1999 


□ TMs action is FINAL. 

□ Since .his application is in condition fo, ailowance except for formal matter* prosecution as to the merits ,s Cosed 
in accordance with the practice under Bt parte Q«iJ*835 CD 1 1 ,453 O.G 213. 

37 CFR 1.136(a). 

Disposition of Claim |r ^ app|jcat 

B Claim(s) ^36 

is/are withdrawn from consideration 

Of the above, claim(s) ■ 

is/are allowed. 

□ Claim(s) — " 

is/are rejected. 

□ Claim(s) . . . 

is/are objected to. 

□ Claim(s) • 

are subject to restriction or election requirement. 

|X! Claims ^36 . 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on Ware objected to by the Examiner. 

□ The proposed drawing correction, filed on. is □ approved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 „ r . . 0 „ fi „ ol ^ M \ 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
□ All nsome* Epne of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number). 


□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
"Certified copies not received: ■ 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). _ 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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CataspresentintheappHcationasmed. This latter portion of .he a— has not 
unentered. lt is suggested that appiieants direct the addition ofciaims numbered 37 and 


38. 


Restriction to one of the following inventions is required under 35 U.S.C. §121: 
I. Cairns 1-6, 15-24, 29-34, drawn to a comp.ex which requires the presence of fluoride, 

classified in, e.g., 514/007. 

H. Claims 7-16, 29, drawn to a complex which does not require the presence of 
fluoride,classified in, e.g., 514/007. 

III. Claims 25-28, 35, drawn to a method of using the complex of Group I, classified 

514/007. 

Claim 36 is not grouped, since it is a method which is dependent on claim 8; claim 8, in 
^ isnfi tdrawntoame*od,butisins,eaddrawntoacomplex^ S , Claims29and 
30 which applicants have directed the addition of, have also not been grouped, since the 
claim numbers are too low; however, if claim 29 is renumbered 37, and claim 30 is 
renumbered 38, then claim 37 will be assigned to group I, and claim 38 will be assigned to 
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both Group I and Group II, depending on the requirement for fluoride. 
The claimed inventions are distinct. 

Each ofclaims 15 and disregarded as encompassing two separate inventions, one which 
requires the presence of fluoride, and one which does not; accordingly, claims 15 and 16 
appearinbothGroupIandGroupII. Similar.y, claim 29 encompasses complexes which 

require fluoride, and those which do not. 

Inventions I and II are related as combination and subcombination. Inventions in this 

relationship are distinct if it can be shown that (1) the combination as claimed does not 
require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations. (M.P.E.P. § 806.05(c)). In the 
instant case, the combination as claimed docs not require the particulars of the 
subcombination as claimed because. The subcombination has separate utility such as use 

in treating bone disorders. 

.nventions I and III are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) .he process for 
using the product asclaimed can be practiced with another materially different product or 

(2),he product as claimed canbe used in a materially different process ofusing that product 
(MPEP 806.05(h)). The claimed comp.exes could be used to prevent tooth decay, or to 
.reatosteoporosis. However, in the even, that claims drawn to a complex are elected and 
subsequently found allowable, the correspondingmethod-of-usec.aimswil.be rejoined for 
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further examination [In re Ockiai (37 USPQ2d 1 127)]. 

„■ • ment to be complete an election of the invention to be examined must be 
Applicant is advised that for the response to ^ -q— to be comple 
iicaVveni^^^^ . f fc . mustbeamended in compliance with 

37 CFR 1.17(h). 

aci ds accounted for; if a given peptide "X" is described as "containing" or "inciudmg" 
another peptide, then peptide "X" is notaspecie, but is instead a sort of genus. 

f generic claim applicant will be entitled to consideration of claims o action \^^ mMt6a 
Upon allowance of a genenc clai^ 
dependent form orothemise^ 

U.S.C. §103 of the other invention. 


communication or earlier communications from the examiner 


Any inquiry concerning this 

should be directed to David Lukton. Phone: (703) 308-3213. 

DAVID LUKTON 
PATENT EXAMINER 
GROUP 1800 


